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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 10 October 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) 9 and 14-18 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IEI Claim(s) 1-8 and 10-13 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)^ All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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The Status of Claims: 

Claims 1-18 are pending. 

Claims 1-8 and 10-13 are rejected. 

Claims 9 and 14-18 are withdrawn from consideration. 

DETAILED ACTION 

1 . Claims 1 -8 and 1 0-1 3 are under consideration in this Office Action. 

Priority 

2. It is noted that this application is a 371 of PCT/JP05/01 804 (02/08/05), 
which has foreign priority documents, Japan 2004-033256(02/10/04) and Japan 
2004-033276 (02/10/04) and Japan 2004-233287(08/10/2004) . 

Drawings 

3. None. 

Election/Restriction 

Applicant's election with traverse of Group I (claims 1-8 and 10-13 ) on 
10/10/08 is acknowledged. 

Claims 9 and 14-18 are withdrawn from further consideration pursuant to 
37 CFR 1 .142(b) as being drawn to a nonelected group II, there being no 
allowable generic or linking claim. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In 
public use or on sale In this country, more than one year prior to the date of application for patent In 
the United States. 

Claims 1-2, 4,7-8, 10-13 are rejected under 35 U.S.C. 102(b) as being 

anticipated clearly by Frampton (US 3,969,274). 

Frampton discloses the following example (see col. 9 .lines 1-32): 

mjt $ # «*miiled ^ iRcIt (fiaijteter iad about % 

mcU Img ID ^ca xsfogd having a speeiic mtfac^ 
mm «f 300 m% mi a pore volume of 0.45 cc/g (SME 
74741; Davison Chemical Co. ) was placed m a glass 
liner whicli ^»as then placed k a 250 ml Magaa-i>asli 
sEainless steer aittoeiave. 10 ml of Equid wmt was 
placed m tli« mlodaye diitside lai«r aiid tiie auto- 
dave dxm^, Tbe realtor was to teted to ?30* 
C< and imdef tie aulog^ous ^am psis&- 

mm develf^ed for 17 kmrs. mm which ^ a«tO€lavt 
vm coc^ to si»l»eM tsmpemfiire* tJie esctnidate re- 
moved md mmm dried at imf C, for 2.5 hs»fs.Hje 
ia^ weigjbt dt Oie xerogel extojtdatae was SS.2 1 g. 

A catalyst preparetj containing 1# Pd aad Q3% 
Ati using an ssiii«oas alkaline formaldehytie solutkMi to 
f©dijfce tke fj^acStaij and gpy to the metals, 30 ml <rf 
tii© «^lalpt were treated witis W mi e€ » siofotksQ pig" 
f)si«d fey diluting 2 J7 g M gS% Hjl^O, to 20 xd, m4 
then aekd a rot^g g|a^ M ttntler a s{r@a«^ of liol 



Application/Control Number: 10/588,973 
Art Unit: 1625 



Page 4 



The 30 mJ of final cat^jlyst vv-^ pUccd in reiictor 
used to catalyticaJfy oxidise propylene to acrylic 
acid 195" C. at atmi>sphefic ptcAsufe tj,>irt^ mkc<l 
^ composed of pmpykne at a fted rate of 10 cc/inin, 
at a feed mte of 178 cc/mm aii<l water vapor at a 
f«ed rate of 160 cc/iRin, latter being adw^^wed by 
passing tibe air and jinopyJene njixture tkrot^ wetter at 
SO" C, After a nm of 28 ksirs, acrylic acid wa$ pro- 
dticfed M & mte of 24.8 niiiM/Ii*er cstal3?^^hcfttr. 



resulting x©rog@l is dmra^tem^by^ 



BET s«f£ac« area: 
Average crtssh strength 
(dry) of 50 particle: 



2.0-^.0 www 
§.44-lJSml/g 



(see col. 4 .lines 30-39) 
This is identical with the claims. 



Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 1 03(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
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35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the Invention was made to a person having ordinary skill In the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner In which the 
Invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-8 and 10-13 are rejected under 35 U.S.C. 103(a) as being 

unpatentable Frampton (US 3,969,274). 

Frampton discloses the following example (see col. 9 , lines 1-32): 

6CI.72 I of extmded ^4 inch diimiettf iiid about % 
mQk lm% ID siJica xerqgdl having a specific surface 
iim of $00 m% SMd a pore volume of 0.45 cc/g (SMR 
7-3741; l>a?Jiioii Chemical Co. ) was plac^ m a ^i^ 
Mm wtekk was then phc&i k a 2S0 mi M^sar-filEph 
j^sinl^ ateei ktttoeiave* 10 in! of liqiiM water i^ 
jj^aced in tkc mtmhm os^e ^ liner and &m auto- 
mm wm dmm. The reactor was tlieji Ijaated to 380* 
C. anit held ttiere under tlie aatogeKeous steasjj pres- 
sure devfiopei fcr 17 hours, after which tiie autoclave 
cooled to aa^le«l temperatoe, iJie estradMe f©« 
i!iO¥^ aasS vacipai dm4 u IW C. for 23 hmm.lh& 
Steal wm^t erf the xerogel extrudate mm 58.21 g. 
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A mtal^^t was pn^ared COTstaiiiing 1% M mA 0.5% 
A« liskig an aqueous aJfealine fonnaldefeyde sofotfen lo 
iPedwc^ the p^aiiBm aad f*k1 to tlje liiesals. 30 mi of 
tide cataisfst wsafe 1»ea£^^ 20 mi of a solution pre- 
pared fcy diluting 2J7 g 0f M% to 20 jsal^ and 
then <^t^ M & t&is^ ^ass dish under a stream ofk:)! 
air to prod^^ tbe leial calaj^ 

Tim 30 irI of final catalyst was planed in a s^e^t<}f 
atid to caMytk^aKy oxidke propyteiie to acrylte 
m 195" C. at atRTOspheTic pressure mitsg a mU&d 
fas composed of pfctpyteite a feed rate of 10 cc/mtsj, 
air at a feed me of 178 ce/mm and waiter vaj^r at a 
leed me of 160 cc/inin!, the latter beimg achiavgad by 
pasidiig tlis air and propylfiKe suixture tocs*^ mte^ at 
iO* C^^Ker a fuuoJ 28 liopss, acryKc ^id was pir©- 
d«c©d al a rate M 24M mtmyWt^f C$M^0hcmr, 



Bulk d«nj3lt|r^ 

BET s«rfistce ateat 
Average cnjsb strength 
(dry) of 50 |}artjctes: 
Mechaiiiically stable to aqpsoas 

to 3sre 

(see col. 4 .lines 30-39 

The instant invention, however, differs from the prior art in that the pore 
volume of the mesopore having a pore size of from 2 nm through 50 nm of the 
carrier is unspecified. 

With respect to the lack of teaching the pore volume of the mesopore 
having a pore size, it is well-known in the case law that the selection of a 
particle size is not a patentable modification in the absence of unobvious results. 



O.aS-O.'JS g/<;<5, preler- 
ably 0A2^M g^cc 
0,40-3,2 mU$, prefefaiily 
0.44^1,15 mUg 

sotu^om a»d steam 
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In re Rose . 105 USPQ 237(CCPA 1955) ; therefore, it would have been obvious 
to the skilled artisan in the art to be motivated to conduct the routine 
experimentation on the pore volume of the mesopore having a particular pore 
size in order to optimize the characteristics of the carrier in the catalyst 
composition. This is because such a practice can be performed by the skilled 
artisan in the art routinely. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Taylor Victor Oh whose telephone number is 
571-272-0689. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Janet Andres can be reached on 571-272-0867. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Taylor Victor Oh, MSD,LAC 
Primary Examiner 
Art Unit :1 625 



/Taylor Victor Oh/ 

Primary Examiner, Art Unit 1625 

10/27/08 



